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Applicant's or agent's file reference 
98-119WO 


EMPORTANT NOTIFICATION 


International application No. 
PCT/USOO/ 13349 


International filing date (day/montfi/year) 
16 MAY 2000 


Priority Date (day/month/year) 
30 JUNE 1999 


Applicant 
WALKER DIGITAL, LLC 



1. The applicant is hereby notified that this International Preliminary Examining Authority transmits herewith the 
international preliminary examination report and its annexes, if any, established on the international application. 

2. A copy of the report and its annexes, if any, is being transmitted to the International Bureau for communication 
to al! the elected Offices, 



3. Where required by any of the elected Offices, the International Bureau will prepare an English translation of 
the report (but not of any annexes) and will transmit such translation to those Offices. 



4. REMINDER 



The applicant must enter the national phase before each elected Office by performing certain acts (filing 
translations and paying national fees) within 30 months from the priority date (or later in some Offices)(Article 
39(l))(see also the reminder sent by the International Bureau with Form PCT/IB/301). 

\VTiere a translation of the international application must be furnished to an elected Office, that translation must 
contain a translation of any annexes to the international preliminary examination report. It is the applicant's 
responsibility to prepare and furnish such translation directly to each elected Office concerned. 

For further details on the applicable time limits and requirements of the elected Offices, see Volume II of the 
PCT Applicant's Guide. 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 
(PCT Article 36 and Rule 70) 



AppHcant's or agent's file reference 
98-1 19WO 


FOR FURTHER ACTION Notification of Transmittal of International 

Preliminary Examination Report (Form PCT/IPEA/416) 


International application No. 
PCT/USOO/ 13349 


International filing date (day/month/year) 
16 MAY 2000 


Priority date (day/month/year) 
30 JUNE 1999 


International Patent Classification (IPC) or national classification and IPC 
]PC(7): G06F 17/60 and US CL: 705/14, 26 


Applicant 
WALKER DIGITAL, LLC 



This international preliminary examination report has been prepared by this International Preliminary 
Examining Authority and is transmitted to the applicant according to Article 36. 



This REPORT consists of a total of 



sheets. 



j I This report is also accompanied by ANNEXES, i.e. , sheets of the description, claims and/or drawings which have 
— been amended and are the basis for this report and/or sheets containing rectifications made before this Authority, 
(see Rule 70. 16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of 0 sheets. 



3. This report contains indications relating to the following items: 



HI [ [ Non-establishment of report with regard to novelty, inventive step or industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 
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INTERNATIONAL PRELIMINARY EXAMLNATION REPORT 



International application No. 
PCT/USOO/ 13349 



I. Basis of the report 



I. With regard to the elements of the international application:* 
I X I f li^ iiit.erti.iLioihil .ipplic.jt.ion .1:; ofinjiinliv hkid 



pii//e:: 



1-31 



NONE 



onji^inaJly filed 



filed wil.h Uie (leiiiaiid 



NONE 



. filed wit.1) t.lie let.i.ei- of 



t.he cLiiin:; 

l>;'/:i^;- 

}>.i(.',e:: 

piii'e:: 

V'^vr- 



! Iif dr. iwini'.:; 
pii^e:; 



32-41 



NONE 



NONE 



. <i:; oriL'.iii.'iilv fileci 

. ii:.: iimeiided (t.ot'el.lier willi uny :;l.;iLeii!eiit.) under Ai't.iele 19 
^ . file{i wd.h l.he deniaiid 



NONE 



fH(^d wiMi i.lie leU.er of 



1-5 



NONE 



orif,',i}!iilly filed 



filed Willi the (ieiiiiind 



NONE 



x] l.lie :;e(H]eiK:e iK.d.iii/;'. |)<')rt. oi t.he 

[Ifi^mrip Uon: NONE 

pa/^'e:; NONE 

p;i|Lie:: NONE 



filed wit.h the lel.ter of 



_ . ii:; orijL',iiiijlly filed 
filed wit.h t.he demaiul 



filed wit.h l.he leii.er of 



Z Willi ie/'nrd to the laiigua^^e. all the elenient:; inaiked above were available or furiiidied t.o t.hi:; Aulliorit.v in the la]i|,'na/.'e in which 
the intern.it lon.il iipplicat.ion w.i:; filed, unle:;;: oUiei-wirie indicated under Ihi;; item. 

Tlie::f Hlenienl:- were .iv.iiliihlf^ or lnnn;:hed !o tin:; Aulhoi liv in l.he followinj.' l.miMi.iL'e : wliirh i:; 

I I l.he i<in/.'.iia/.',e of .1 lj;u!:;lat.ion fnini:,;hed for l.he i)urpo:;e:; of nit.einaUonal :;ear(:h (nnder Rule ;i.M(b)). 
I I tJie liuitMiiire of public.'ilion of t.he infern.it.ional application (under Rule 4H.:3(I))) 

I I the laiijL'uajL'e of l.lip t.raidfil.ion fui'ni:;he(l foi- l.he j)ui])o:;e:; of int.ernat.ional |)r-eliiiiinarv exaniinai.ion (under Rule:; ^f)2 and/ 

or^)r) 

Willi rej/ard lo .niv nucleolide and/or amino acid sequence di;.;{:lo::ed in llie inler-nalion.d iipplicalion. Ihe inleriialional 

<:{)nl.inipd in the uitern.d lon.il .ipplic.il 1011 m printed lf>riu. 
I I filed loj.'.ethe'i with the ini frn.ii lon.d .ipplic.il ion ui coiupul(-*i re,i(l,d)|p torni 
I I furnrdied :ail):;e{|ueiiUv to Ihi:; Aiilhorily in wrillen form 
I I fiuiii::hed :;ub:;e(iuenliy to Ihi:.- Auliiorily 111 conii)uler readable form. 

□ The ::l.demeni thai. Ihe .aib:;e{juenllv furiii:.;lie{| wrillen ::e(|uen(:e li;;liiiiL', doe:: nol I'i) bev{)n{l l.he di:;i-io:aire in llie 
inlenialional ai)pli(:ali()n a:; filed ha:: been furni:.;hed. 

I I The ::lalenienl Ih.il llie information recorded in conipuler leadable form i;; i(tenlic:al to Ihe wiilen ::ef)UPiH-e Iriiiuf.' ha:.; 
' — ' been nnni:;lK;d 

-1 I x| The .ttnendiiient:; h.ive reiailled m the caiicellalion of 

0 I he de::cripl 1011. p.i^'e;: NONE 

[3 llicrl.um 



No:: 



NONE 



[x\ I he drawim.':: .iiccL:-4ie. NONE 



I I Tin:; report h.i:- been dr.iwn a:; il (:;oine of) l.he aiueiidmenl:: had not been ni.ide, :;incH Ihev have been coii:;idere(i lo ji'o 
bevoiul Ihe dt::clo::ure a:; filed, a;: indicaled in the Siippleiiieni.il Bo\ (Rule 7()4c)). - 
* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as "originally filed" and are not annexed to this report since they do not contain amendments (Rules 70,16 
and 70.17). 

**Any replacement sheet containing^ such amendments must be referred to under item 1 and annexed to this report. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 


K statement 

Novelty (N) 


Claims 


NONE 




YES 


Claims 


1-42 




NO 


Inventive Step (IS) 


Claims 


NONE 




YES 


Claims 


1-42 




NO 


Industrial Applicability (lA) 


Claims 


1-42 




YES 


Claims 


NONE 




NO 



2. citations and explanations (Rule 70.7) 

Claims 1-42 lack an inventive step under PCT Article 33(3) as being obvious over Malaspina in view of Bernard ei 

aL 

As per claim 1, Malaspina (FIGs. 1-3 & 5; the ABSTRACT; col. 2, II. 44-67; col. 3. II. 1-56; col. 4, IL 33-45; and 
col. 6, II. 15-17) shows elements that suggest: "A method of automatically dispensing a product to a customer, comprising the 
steps of . . . receiving a product selection from the customer . . . determining whether said product selection qualifies for an 
alternate product offer . . . presenting an alternate product offer message if said product selection so qualifies . . . determining 
if the customer has accepted said alternate product offer; and . . . dispensing a first product that corresponds lo said alternate 
product offer if the customer has so accepted, or . . . dispensing a second product that corresponds to said product selection if 
the customer has not so accepted." 

Malaspina does not explicitly show: "dispensing a second product that corresponds to said product selection if the 
customer has not so accepted. ..." even though Malaspina suggests same. 

Bernard (FIG. 24; FIG. 25; and FIG. 44) shows elements that suggest: "dispensing a second product that corresponds 
to said product selection if the customer has not so accepted, ..." 

Bernard proposes optional product dispensing modifications that would have applied to the system described by 
Malaspina. It would have been obvious at the time of the invention to combine the modifications of Bernard with the system 
of Malaspina because such combination would have provided a means of "browsing ... to learn more about products which 
are prpular or in gread demena but about which the customer may not be aware." (See Bernard col. 4, !1. 32-34). 

As per claim 2, Malaspina in view of Bernard shows the method of claim I. Malaspina lacks explicit mention of "a 
database is provided. ..." 

Bernard (FIGs. 1, 4, 6, 17, 19, 20A, 22-25; 28; 29; 36; 41; and 44) shows elements that suggest: "determining that 
said product selection does not qualify for an alternate product offer . . . determining . . . whether said product selection 
qualities (Continued on Supplemental Sheet.) 
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International application No. 
PCT/USOO/ 13349 



Vm. Certain observations on the international application 



The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are 
fully supported by the description, are made: 

Claim 5 is objected to under PCT Rule 66.2(a)(v) as lacking clarity under PCT Article 6 is indefinite for the following 
reason(s): the claim is drafted in improper dependent form; it recites in part: "5. A method according to claim 5. . . 

Claims 35, 39 & 42 are objected to under PCT Rule 66.2(a)(v) as lacking clarity under PCT Article 6 because the 
claims are indefinite for the following reason(s): said claims use alternative language. 
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International application No. 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 



Continuation of: Boxes I - VI II Sheet 10 

V. 2. REASONED STATEMENTS - CITATIONS AND EXPLANATIONS (Continued): 
for an ahernate product offer." Bernard proposes database and decision rule modifications- 
Claim 3 lacks an inventive step for substantially the same reasons as claim 2. 
Claim 4 lacks an inventive step for substantially the same reasons as claim 1. 
Claim 5 lacks an inventive step for substantially the same reasons as claim 1. 
Claim 6 lacks an inventive step for substantially the same reasons as claim K 
Claim 7 lacks an inventive step for substantially the same reasons as claim 6. 
Claim 8 lacks an inventive step for substantially the same reasons as claim 1. 
Claim 9 lacks an inventive step for substantially the same reasons as claim 1 . 
As per claim 10, Malaspina in view of Bernard shows the method of claim 1. 

Malaspina (col. L II. 55-60; FIGs. 1-3 & 5; the ABSTRACT; col. 2, II. 44-67; col. 3. II. 1-56; col. 4, II. 33-45; 
and col. 6, II. 15-17) shows elements that suggest: "wherein there is a profit margin associated with said product selection, and 
wherein step (b) includes the steps of . . . choosing an alternate product . . . obtaining a profit margin associated with said 
alternate product. ..." 

Claim 1 1 lacks an inventive step for substantially the same reasons as claim 10. 

Claim 12 lacks an inventive step for substantially the same reasons as claini 1. 

Claim 13 lacks an inventive step for substantially the same reasons as claim 3. 

Claim 14 lacks an inventive step for substantially the same reasons as claim 1. 

Claim 15 lacks an inventive step for substantially the same reasons as claim 1. 

Claim 16 lacks an. inventive step for substantially the same reasons as claim 1. 

Claim 17 lacks an inventive step for substantially the same reasons as claim I. 

Claim 18 lacks an inventive step for substantially the same reasons as claim 1. 

Claim 19 lacks an inventive step for substantially the same reasons as claims I & 18. 

Claim 20 lacks an inventive step for substantially the same reasons as claims 1 & 18. Claim 20 lacks an inventive 
step because using couponswas well known in the art. 

As per claim 2L Malaspina in view of Bernard shows the method of claim 20. Claim 21 lacks an inventive step 
because using coupons and coupon codes were well known in the art. 

As per claim 22, Malaspina in view of Bernard shows the method of claim 21. Claim 22 lacks an inventive step 
because using coupons, coupon codes and coupon character sequences were well known in the art. 

Claim 23 lacks an inventive step for substantially the same reasons as claims 1 & 18. 

As per claim 24, Malaspina in view of Bernard shows the method of claim 18. Claim 24 lacks an inventive step 
because discount prices were well known in the art. 

Claim 25 lacks an inventive step for substantially the same reasons as claim 24. 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 



Continuation of: Boxes 1 - VIII Sheet II 

Claim 26 lacks an inventive step for substantially the same reasons as claim 25. 
Claim 27 lacks an inventive step for substantially the same reasons as claim I. 
Claim 28 lacks an inventive step for substantially the same reasons as claim 1. 
As per claim 29, Malaspina in view of Bernard shows the method of claim 1. 

Malaspina (FIGs. 1-5; the ABSTRACT; col. 1. L 44-67; col. 3, II. 1-56; col. 4, II. 33-45; and col. 6. II. 15-17) 
shows elements that suggest: "receiving an amount of money from the customer. ..." 

Claim 30 lacks an inventive step for substantially the same reasons as claim 29. 



Claim 31 lacks an inventive step for substantially the same reasons as claims 1, 29 <j£. JU. 

Attorney; 

Claim 32 lacks an inventive step for substantially the same reasons as claims 1 & 3fl 



Due Date: _(£ 
Docketed; 





p -j)A 




/c 











Claim 33 lacks an inventive step for substantially the same reasons as claim 1 . 
Claim 34 lacks an inventive step for substantially the same reasons as claim 1. 

Claim 35 lacks an inventive step for substantially the same reasons as claim 34; furthermore, the devices selected in 
claim 35 were well known in the art at the time of the invention. 

Claim 36 lacks an inventive step for substantially the same reasons as claim 1. 

Claim 37 lacks an inventive step for substantially the same reasons as claim 2. 
Claim 38 lacks an inventive step for substantially the same reasons as claim 36. 

Claim 39 lacks an inventive step for substantially the same reasons as claim 38; furthermore, the devices selected in 
claim 39 were well known in the art at the time of the invention. 

Claim 40 lacks an inventive step for substantially the same reasons as claim 1. 

Claim 41 lacks an inventive step for substantially the same reasons as claim 40; furthermore, the devices selected in 
claim 41 were well known in the art at the time of the invention. 

Claim 42 lacks an inventive step for substantially the same reasons as claim 41. 

Claims 1-42 lack novelty under PCT Article 33(2)for substantially the same reasons that said claims lack an inventive step as 
presented above. 

Claims 1-42 meet industrial applicability as defined by PCT Article 33(4) because said claims have application in the 
automated vending of primary products and alternate products. 



NEW CITATIONS 

US 5,544,784 A (MALASPINA) 08 AUGUST 1996. see FIGs. 1-5, the ABSTRACT, col. 1, II. 55-60; col. 2, II. 44-67, col. 
3, II 1-56, col. 4, il. 33-45, and co!. 6, II. 15-17. 

US 5,918,213 A (BERNARD et al.) 29 JUNE 1999, see FIGs. 1, 4, 6, 17, 19, 20A, 22-25, 28, 29, 36, 41 & 44, col. 4, II. 
32-34. 
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cited in the application 
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cited in the application 
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T' «*o«^J»nt wWch may throw doubts on priority claimfs) or 
citation or other special reason (as specified) 
^^ST^ refemng to an oral cSadosufB. use. exhibition or 

^ "^SSTt^n^^iS^^flf^^^ «ir»g date but 

later than the pnorrly date claimed 

Date of the actual completion of the international search 



Relevant to ctein No, 

40-42 



1.2,10, 
33-42 



1,2,10, 
33-42 



1 September 2000 



Name and mailing address of th» ISA 

»=om» PCT/ISV210 (Moond ehoet) (Jufy 1Q©2) 



-/- 



[X I ''^'^^'amilymemborB are Ostod in annex. 

'^"^H^J^'^'^^S^ international filing date 
^fJST^ *»» and not m conSa with the appOcaten^ 
cjt^unde^tandttH, principle or tboonr .^^l^SttS 

'X* <*>cunnent of particular r©levarx»' the claJm^H ir^^^^^t 

cannot be considered nov^^?^^?L^,^3SSdTo 
•nvoh.ean.nventivestepwhenthedo.r^^ 

TSJDfL"*' relevance: the claimed invention 

caw)ot be considered to Involve an inventive steoSSSntK- 
docwnent is combined wfth one or rno^oJS.r SJid^ 
-ente^^ combination being ob«^t?^p^n !^ 

document membe r of the same patent famgy 

Date of mailing of the international search report" 

11/09/2000 

Authorized ofBcer 



Schofield, C 



INTERNA ilONAL SEARCH REPORT 



In xdonal Application No 

PCT/US 00/13349 



C^eof*lnuatk>n) DOCUMEMTS CONSIDERED TO BE RELEVANT 



Category* 



Cnatlon of document, with fficficatioo .where appropriate, of the relevant paaaagea 



Relevant to daim No. 



EP 0 862 150 A (INTERNATIONAL BUSINESS 

MACHINES CORPORATION) 

2 September 1998 (1998-09-02) 



column 2, line 2 - line 19 
column 3, line 41 - line 49 

Y. KOHDA, S. ENDO: "Ubiquitous 
advertising on the WWW: Merging 
advertisement on the browser" 
COMPUTER NETWORKS AND ISDN SYSTEMS, NL, 
NORTH HOLLAND PUBLISHING, AMSTERDAM, 
vol. 28, no. 11, 1 May 1996 (1996-05-01), 
pages 1493-1499, XP004018245 
page 1495, paragraph 2.4 

WO 99 12117 A (CATALINA MARKETING INT) 
11 March 1999 (1999-03-11) 
page 2, line 18 -page 4, line 6 

EP 0 856 812 A (SYMBOL TECHNOLOGIES INC) 

5 August 1998 (1998-08-05) 

column 15, line 6 - line 22; figure 7C 



1,6-9, 
12-16, 
18, 

23-26, 
36,40 



1-42 



1-42 



1,36,40, 
41 



Fomi PCT/1SAA10 (oontkwatlon of »«cond ehoet) (Ju)/ 1962) 



page 2 of 2 



INTERNATIONAL SEARCH REPORT 

tnfonnstlon on patent tamlly inefnt>ors 



M pon^ AppUcatlon No 

PCT/US 00/13349 



rareru oocxirntjiii 




Publication 




Patent family 




Publication 


cited in search report 




date 




menit>er(s) 




date 


WO 9938125 


A 


29-07-1999 


AU 


1072199 A 


03-05-1999 






AU 


2459599 


A 


09-08-1999 








CI 


1023674 


A 


02-08-2000 








WV/ 


9919809 


A 


22-04-1999 


wo 9/Ooojo 


A 


nfi— n^— 1QQ7 


AH 


6958296 


A 


19-03-1997 


us 49blV.3t> 


A 

rt 




uo 


4380130 


A 


19-04-1983 






AU 


7399081 


A 


23-09-1982 








CA 


1162738 


A 


28-02-1984 








GR 


75297 


A 


13-07-1984 








JP 


59194283 


A 


05-11-1984 








JP 
V 1 


57161885 


A 


05-10-1982 










4454670 


A 


19-06-1984 








US 


4414768 


A 


15-11-1983 


EP 0862150 


A 
M 


02-00-1998 


DE 


19705245 


A 


27-08-1998 








1190767 


A 


19-08-1998 








.IP 

vr 




D 
D 


25-08-1999 








JP 


10241024 


A 


11-09-1998 








us 


6012834 


A 


11-01-2000 


WO 9912117 


A 


11-03-1999 


lie 

us 


5974399 


A 


9I\— 1 ri— 1 QOQ 
^D— 111— lyiyy 






AU 


8916998 


A 


22-03-1999 








EP 


1008090 


A 


14-06-2000 








LU 


90350 


A 


10-08-1999 


EP 0856812 


A 


05-08-1998 


US 


6084528 


A 


04-07-2000 



Foon PCT/lSAfi10 {patort taniiy «nnM) (>jfy 19©2) 



